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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

3. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bagley (U.S. Patent 3,790,654) in view of Inoue et al. (U.S. Patent 4,834,640) and 
Comstock (U.S. Patent 1 ,973,428). 

Bagley (U.S. Patent 3,790,654) discloses a die for forming a honeycomb body, 
the die includes plate 12 having a predetermined size and provided with a plurality of 
cell blocks 28 defined by a plurality of groovy slits 24 on a front face thereof and a 
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plurality of back holes (input ports) 18 on a back face thereof, each hole 18 being 
communicatively connected with a predetermined slit 24, the plate 12 being made of 
tungsten carbide (i.e., col. 5, lines 35-45), and a slit height (cell block height) of 0.15 in 
(3.81 mm) (col. 6, lines 14-17). Note that figure 4 of Bagley (U.S. Patent 3,790,654) 
shows and discloses (i.e., col. 6, lines 12-25) that the back holes 18 intersect the groovy 
slits 24 adjacent every other intersection of the slits 24 (which is similar to fig. 2 of the 
instant disclosure). Bagley (U.S. Patent 3,790,654) does not disclose a connection area 
ratio of the back hole and the cell block being 35 to 65%. However, Bagley (U.S. Patent 
3,790,654) does disclose that the die construction should provide the required strength 
and rigidity to withstand extrusion pressures without failure or deleterious deformation 
(i.e., col. 2, lines 65-70), that dimensions of the slits, back holes, and cell blocks provide 
flow control of the material to be extruded (i.e., flow resistance, lateral flow, amount of 
flow) (i.e., col. 2, lines 45-65; col. 3, line 72, to col. 4, line 20; col. 5, lines 60-68), that 
the intersection of the back holes 18 with the slits 24 and cell blocks 28 is relatively 
large to provide for lateral flow so as to completely fill the lateral extent of the slots prior 
to discharge (col. 3, line 72 to col. 4, line 7) , and that dimensions of the slits, back 
holes, and cell blocks will vary with the physical properties of the material to be extruded 
(col. 6, lines 3-1 1 ). Therefore, it would have been obvious to one of ordinary skill in the 
art, at the time the invention was made, to modify the die of Bagley (U.S. Patent 
3,790,654) with a connection area ratio of the back hole and the cell block of 35 to 65% 
because such a dimensional relationship would have been found due to routine 
experimentation in finding the operable or optimum dimensions of the die in view of the 
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teachings of Bagley (U.S. Patent 3,790,654) to control the flow of the material to be 
extruded in view of the physical properties of the material while still maintaining the 
required strength and rigidity of the die to withstand extrusion pressures without failure 
or deleterious deformation (i.e., to prevent breakage of the die when used). 
Furthermore, such a dimensional relationship would still enable the die of Bagley (U.S. 
Patent 3,790,654) to form a honeycomb body. Where the only difference between the 
prior art and the claims is a recitation of relative dimensions of the claimed device and a 
device having the claimed relative dimensions would not perform differently than the 
prior art device, the claimed device is not patentably distinct from the prior art device, in 
Gardner v. TEC Systems, Inc. . 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984). Bagley (U.S. Patent 3,790,654) does not 
further disclose the tungsten carbide with an iron group metal binder. Inoue et al. (U.S. 
Patent 4,834,640) disclose a die for forming a honeycomb body (i.e., fig. 1) and that 
cemented carbide such as tungsten carbide is well known in the art as a high wear 
resistance material (i.e., abstract; col. 1, lines 44-63). Comstock (U.S. Patent 
1 ,973,428) discloses a cemented carbide material being formed by compacting, 
followed by sintering at high temperature, metal carbide powder of transition metal 
element series (tungsten) with an iron group metal binder having toughness (cobalt, 
iron or nickel) (p. 1 , lines 33-96). It would have been further obvious to one of ordinary 
skill in the art, at the time the invention was made, to modify the plate of Bagley (U.S. 
Patent 3,790,654) to be made with the cemented carbide material of Comstock (U.S. 
Patent 1 ,973,428) because Bagley (U.S. Patent 3,790,654) discloses that the plate can 
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be made of tungsten carbide and because cemented carbides such as tungsten carbide 
are well known materials in the art and would provide high wear resistance as disclosed 
by Inoue et al. (U.S. Patent 4,834,640). 

As to the limitation of "for a raw material containing SiC", such a limitation relates 
to the intended use of the claimed apparatus and has no patentable weight. A claim 
containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex 
parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987); see MPEP 2114. 
"Expressions relating the apparatus to contents thereof during an intended operation 
are of no significance in determining patentability of the apparatus claim." Ex parte 
Thibault, 164 USPQ 666, 667 (Bd. App. 1969). Furthermore, "[i]nclusion of material or 
article worked upon by a structure being claimed does not impart patentability to the 
claims." In re Young, 75 F.2d *>996<, 25 USPQ 69 (CCPA 1935) (as restated in In re 
Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 1963)). See MPEP 2115. 
4. Claims 1 1-16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bagley (U.S. Patent 3,790,654) in view of Inoue et al. (U.S. Patent 4,834,640) and 
Comstock (U.S. Patent 1 ,973,428) as applied to claims 9 and 10 above, and further in 
view of Cocchetto et al. (U.S. Patent 5,219,509). 

Inoue et al. (U.S. Patent 4,834,640) further disclose a jig including a die 1 and a 
holding plate 2 fixing a profile and size of the honeycomb body extruded from the die for 
forming the honeycomb body. The portions of holding plate 2 which contact the 
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extrusion material are made of cemented carbide such as tungsten carbide for high 
wear resistance (i.e., col. 1 , lines 48-63); col. 2, lines 35-54). 

Cocchetto et al. (U.S. Patent 5,219,509) disclose a jig for forming a honeycomb 
body including a die 22, a holding plate 24, 25 fixing a profile and size of the 
honeycomb body extruded from the die for forming the honeycomb body and a back 
holding plate 26, 28 controlling an amount of an extrusion material flowing into the back 
holes uniformly (i.e., col. 5, lines 31-61 ; col. 8, line 64, to col. 9, line 23). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to further modify the die with the holding plate of Inoue et al. (U.S. 
Patent 4,834,640) because such a modification would fix a profile and size of the 
honeycomb body extruded from the die and would provide high wear resistance, as 
disclosed by Inoue et al. (U.S. Patent 4,834,640), and to further modify the die with a 
back holding plate because such a modification would control the amount of extrusion 
material flowing into the back holes as disclosed by Cocchetto et al. (U.S. Patent 
5,219,509). Furthermore, it would have been further obvious to an artisan of ordinary 
skill to make the portions of the back holding plate which contact the extrusion material 
to be made from cemented carbide because Inoue et al. (U.S. Patent 4,834,640) 
teaches that portions which contact extrusion material can be made of cemented 
carbide for high wear resistance. 

5. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese reference (2000-326318) in view of Bagley (U.S. Patent 3,790,654). 
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Japanese reference (2000-326318) disclose a die for forming a honeycomb 
body including a plate having a predetermined size and provided with a plurality of cell 
blocks (see figures) defined by a plurality of groovy slits 1 5 on a front face thereof, a 
plurality of back holes (input ports) 131 on a back face thereof, each hole 131 being 
communicatively connected with a predetermined slit 15, and the plate being made of a 
cemented carbide material having wear resistance, the cemented carbide material 
being formed by compacting, followed by sintering at high temperature, metal carbide 
powder of transition metal element series with an iron group metal binder having 
toughness (i.e., col. 8, paragraphs 35-37). However, Japanese reference (2000- 
326318) does not disclose a connection area ratio of the back hole and the cell block 
being 35 to 65% or a cell block height of the die being 2 to 5 mm. 

Bagley (U.S. Patent 3,790,654) discloses a die for forming a honeycomb body, 
the die includes plate 12 having a predetermined size and provided with a plurality of 
cell blocks 28 defined by a plurality of groovy slits 24 on a front face thereof and a 
plurality of back holes 1 8 on a back face thereof, each hole 18 being communicatively 
connected with a predetermined slit 24, the plate 12 being made of tungsten carbide 
(i.e., col. 5, lines 35-45), and a slit height (cell block height) of 0.15 in (3.81 mm) (col. 6, 
lines 14-17). Note that figure 4 of Bagley (U.S. Patent 3,790,654) shows and discloses 
(i.e., col. 6, lines 12-25) that the back holes 18 intersect the groovy slits 24 adjacent 
every other intersection of the slits 24 (which is similar to fig. 2 of the instant disclosure). 
Bagley (U.S. Patent 3,790,654) further discloses that die construction should provide 
the required strength and rigidity to withstand extrusion pressures without failure or 
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deleterious deformation (i.e., col. 2, lines 65-70) , that dimensions of the slits, back 
holes, and cell blocks provide flow control of the material to be extruded (i.e., flow 
resistance, lateral flow, amount of flow) (i.e., col. 2, lines 45-65; col. 3, line 72, to col. 4, 
line 20; col. 5, lines 60-68), that the intersection of the back holes 18 with the slits 24 
and cell blocks 28 is relatively large to provide for lateral flow so as to completely fill the 
lateral extent of the slots prior to discharge (col. 3, line 72 to col. 4, line 7) , and that 
dimensions of the slits, back holes, and cell blocks will vary with the physical properties 
of the material to be extruded (col. 6, lines 3-11). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to modify the die of Japanese reference (2000-326318) with a 
connection area ratio of the back hole and the cell block of 35 to 65% because such a 
dimensional relationship would have been found due to routine experimentation in 
finding the operable or optimum dimensions of the die in view of the teachings of Bagley 
(U.S. Patent 3,790,654) to control the flow of the material to be extruded in view of the 
physical properties of the material while still maintaining the required strength and 
rigidity of the die to withstand extrusion pressures without failure or deleterious 
deformation (i.e., to prevent breakage of the die when used). Furthermore, such a 
dimensional relationship would still enable the die of Japanese reference (2000-326318) 
to form a honeycomb body. Where the only difference between the prior art and the 
claims is a recitation of relative dimensions of the claimed device and a device having 
the claimed relative dimensions would not perform differently than the prior art device, 
the claimed device is not patentably distinct from the prior art device, In Gardner v. TEC 
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Systems. Inc. , 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 
830, 225 USPQ 232 (1984). It would have been further obvious to an artisan of 
ordinary skill to modify the cell block height (slit height) of the die of Japanese reference 
(2000-326318) to be 3.81 mm because such a height is well known and conventional in 
the art as disclosed by Bagley (U.S. Patent 3,790,654) and would provide a 
configuration for the cell block height known in the art to be operable. 

As to the limitation of "for a raw material containing SiC", such a limitation relates 
to the intended use of the claimed apparatus and has no patentable weight. A claim 
containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex 
parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987); see MPEP 2114. 
"Expressions relating the apparatus to contents thereof during an intended operation 
are of no significance in determining patentability of the apparatus claim." Ex parte 
Thibault, 164 USPQ 666, 667 (Bd. App. 1969). Furthermore, "[i]nclusion of material or 
article worked upon by a structure being claimed does not impart patentability to the 
claims." In re Young, 75 F.2d *>996<, 25 USPQ 69 (CCPA 1935) (as restated in In re 
Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 1963)). See MPEP 2115. 
6. Claims 1 1-16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japanese reference (2000-326318) in view of Bagley (U.S. Patent 3,790,654) as 
applied to claims 9 and 10 above, and further in view of Inoue et al. (U.S. Patent 
4,834,640) and Cocchetto et al. (U.S. Patent 5,219,509). 
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Inoue et al. (U.S. Patent 4,834,640) disclose a jig including a die 1 and a holding 
plate 2 fixing a profile and size of the honeycomb body extruded from the die for forming 
the honeycomb body. The portions of holding plate 2 which contact the extrusion 
material are made of cemented carbide such as tungsten carbide for high wear 
resistance (i.e., col. 1, lines 48-63); col. 2, lines 35-54). 

Cocchetto et al. (U.S. Patent 5,219,509) disclose a jig for forming a honeycomb 
body including a die 22, a holding plate 24, 25 fixing a profile and size of the 
honeycomb body extruded from the die for forming the honeycomb body and a back 
holding plate 26, 28 controlling an amount of an extrusion material flowing into the back 
holes uniformly (i.e., col. 5, lines 31-61 ; col. 8, line 64, to col. 9, line 23). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to further modify the die with the holding plate of Inoue et al. (U.S. 
Patent 4,834,640) because such a modification would fix a profile and size of the 
honeycomb body extruded from the die and would provide high wear resistance, as 
disclosed by Inoue et al. (U.S. Patent 4,834,640), and to further modify the die with a 
back holding plate because such a modification would control the amount of extrusion 
material flowing into the back holes as disclosed by Cocchetto et al. (U.S. Patent 
5,219,509). Furthermore, it would have been further obvious to an artisan of ordinary 
skill to make the portions of the back holding plate which contact the extrusion material 
to be made from cemented carbide because Inoue et al. (U.S. Patent 4,834,640) 
teaches that portions which contact extrusion material can be made of cemented 
carbide for high wear resistance. 
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Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

8. Claims 9 and 10 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over either claims 9 and 10 of 
copending Application No. 10/507,413 or claim 2 of copending Application No. 

1 1/186,970 in view of Bagley (U.S. Patent 3,790,654). 

Claims 9 and 1 0 of copending Application No. 1 0/507,41 3 and claim 2 of 
copending Application No. 11/186,970 each disclose a die for forming a honeycomb 
body including a plurality of cell blocks defined by a plurality of groovy slits, a plurality of 
back holes (input ports), each hole being communicatively connected with a slit, and the 
die being made of a cemented carbide material having wear resistance, the cemented 
carbide material being formed by compacting, followed by sintering at high temperature, 
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metal carbide powder of transition metal element series with an iron group metal binder. 
However, neither claims 9 and 10 of copending Application No. 10/507,413 nor claim 2 
of copending Application No. 1 1/186,970 disclose a connection area ratio of the back 
hole and the cell block being 35 to 65% or a cell block height of the die being 2 to 5 mm. 

Bagley (U.S. Patent 3,790,654) discloses a die for forming a honeycomb body, 
the die includes plate 12 having a predetermined size and provided with a plurality of 
cell blocks 28 defined by a plurality of groovy slits 24 on a front face thereof and a 
plurality of back holes 18 on a back face thereof, each hole 18 being communicatively 
connected with a predetermined slit 24, the plate 12 being made of tungsten carbide 
(i.e., col. 5, lines 35-45), and a slit height (cell block height) of 0.15 in (3.81 mm) (col. 6, 
lines 14-17). Note that figure 4 of Bagley (U.S. Patent 3,790,654) shows and discloses 
(i.e., col. 6, lines 12-25) that the back holes 18 intersect the groovy slits 24 adjacent 
every other intersection of the slits 24 (which is similar to fig. 2 of the instant disclosure). 
Bagley (U.S. Patent 3,790,654) further discloses that die construction should provide 
the required strength and rigidity to withstand extrusion pressures without failure or 
deleterious deformation (i.e., to prevent breakage of the die when used); col. 2, lines 65- 
70) , that dimensions of the slits, back holes, and cell blocks provide flow control of the 
material to be extruded (i.e., flow resistance, lateral flow, amount of flow) (i.e., col. 2, 
lines 45-65; col. 3, line 72, to col. 4, line 20; col. 5, lines 60-68), that the intersection of 
the back holes 18 with the slits 24 and cell blocks 28 is relatively large to provide for 
lateral flow so as to completely fill the lateral extent of the slots prior to discharge (col. 3, 
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line 72 to col. 4, line 7) , and that dimensions of the slits, back holes, and cell blocks will 
vary with the physical properties of the material to be extruded (col. 6, lines 3-1 1 ). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to modify the die of either claims 9 and 10 of copending 
Application No. 10/507,413 or claim 2 of copending Application No. 1 1/186,970 with a 
connection area ratio of the back hole and the cell block of 35 to 65% because such a 
dimensional relationship would have been found due to routine experimentation in 
finding the operable or optimum dimensions of the die in view of the teachings of Bagley 
(U.S. Patent 3,790,654) to control the flow of the material to be extruded in view of the 
physical properties of the material while still maintaining the required strength and 
rigidity of the die to withstand extrusion pressures without failure or deleterious 
deformation. Furthermore, such a dimensional relationship would still enable the die of 
either claims 9 and 10 of copending Application No. 10/507,413 or claim 2 of copending 
Application No. 1 1/186,970 to form a honeycomb body. Where the only difference 
between the prior art and the claims is a recitation of relative dimensions of the claimed 
device and a device having the claimed relative dimensions would not perform 
differently than the prior art device, the claimed device is not patentably distinct from the 
prior art device, In Gardner v. TEC Systems. Inc. , 725 F.2d 1338, 220 USPQ 777 (Fed. 
Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). It would have been 
further obvious to an artisan of ordinary skill to modify the cell block height (slit height) 
of the die of either claims 9 and 10 of copending Application No. 1 0/507,41 3 or claim 2 
of copending Application No. 11/186,970 to be 3.81 mm because such a height is well 
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known and conventional in the art as disclosed by Bagley (U.S. Patent 3,790,654) and 
would provide a configuration for the cell block height known in the art to be operable. 

As to the limitation of "for a raw material containing SiC", such a limitation relates 
to the intended use of the claimed apparatus and has no patentable weight. A claim 
containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex 
parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987); see MPEP 2114. 
"Expressions relating the apparatus to contents thereof during an intended operation 
are of no significance in determining patentability of the apparatus claim." Ex parte 
Thibault, 164 USPQ 666, 667 (Bd. App. 1969). Furthermore, "[ijnclusion of material or 
article worked upon by a structure being claimed does not impart patentability to the 
claims." In re Young, 75 F.2d *>996<, 25 USPQ 69 (CCPA 1935) (as restated in In re 
Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 1963)). See MPEP 2115. 

This is a provisional obviousness-type double patenting rejection. 
9. Claims 11-16 and 18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over either claims 9 and 10 of 
copending Application No. 10/507,413 or claim 2 of copending Application No. 
11/186,970 in view of Bagley (U.S. Patent 3,790,654) as applied to claims 9 and 10 
above, and further in view of Inoue et al. (U.S. Patent 4,834,640) and Cocchetto et al. 
(U.S. Patent 5,219,509). 
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Inoue et al. (U.S. Patent 4,834,640) disclose a jig including a die 1 and a holding 
plate 2 fixing a profile and size of the honeycomb body extruded from the die for forming 
the honeycomb body. The portions of holding plate 2 which contact the extrusion 
material are made of cemented carbide such as tungsten carbide for high wear 
resistance (i.e., col. 1, lines 48-63); col. 2, lines 35-54). 

Cocchetto et al. (U.S. Patent 5,219,509) disclose a jig for forming a honeycomb 
body including a die 22, a holding plate 24, 25 fixing a profile and size of the 
honeycomb body extruded from the die for forming the honeycomb body and a back 
holding plate 26, 28 controlling an amount of an extrusion material flowing into the back 
holes uniformly (i.e., col. 5, lines 31-61; col. 8, line 64, to col. 9, line 23). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to further modify the die with the holding plate of Inoue et al. (U.S. 
Patent 4,834,640) because such a modification would fix a profile and size of the 
honeycomb body extruded from the die and would provide high wear resistance, as 
disclosed by Inoue et al. (U.S. Patent 4,834,640), and to further modify the die with a 
back holding plate because such a modification would control the amount of extrusion 
material flowing into the back holes as disclosed by Cocchetto et al. (U.S. Patent 
5,219,509). Furthermore, it would have been further obvious to an artisan of ordinary 
skill to make the portions of the back holding plate which contact the extrusion material 
to be made from cemented carbide because Inoue et al. (U.S. Patent 4,834,640) 
teaches that portions which contact extrusion material can be made of cemented 
carbide for high wear resistance. 
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This is a provisional obviousness-type double patenting rejection. 

Priority of Invention 
10. Claims 9- 16 and 18 are directed to an invention not patentably distinct from 
claim 2 of commonly assigned 1 1/186,970. Specifically, claims 9-16 and 18 would have 
been obvious to an artisan of ordinary skill in view of claim 2 of commonly assigned 
1 1/186,970 because such claim 2 discloses all the recitations of instant claims 9-16 and 
18 except for dimensions and for apparatus elements which are obvious and/or well 
known in the art as disclosed in the double patenting section above. 

The U.S. Patent and Trademark Office normally will not institute an interference 
between applications or a patent and an application of common ownership (see MPEP 
Chapter 2300). Commonly assigned 1 1/186,970, discussed above, would form the 
basis for a rejection of the noted claims under 35 U.S.C. 103(a) if the commonly 
assigned case qualifies as prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting 
inventions were not commonly owned at the time the invention in this application was 
made. In order for the examiner to resolve this issue, the assignee can, under 35 
U.S.C. 103(c) and 37 CFR 1 .78(c), either show that the conflicting inventions were 
commonly owned at the time the invention in this application was made, or name the 
prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in 
this application was made will preclude a rejection under 35 U.S.C. 103(a) based upon 
the commonly assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 
102(e) for applications pending on or after December 10, 2004. 



Application/Control Number: 10/507,505 Page 17 

Art Unit: 1722 

Response to Arguments 

1 1 . Applicant's arguments with respect to the instant claims have been considered 
but are moot in view of the new ground(s) of rejection. 

Applicants argue that Bagley (U.S. Patent 3,790,654) does not recognize the 
problem associated with raw materials containing SiC. However, the claims are not 
limited to raw materials containing SiC because such recitations relate to the intended 
use of the claimed apparatus, as mentioned above. Such limitations are process 
limitations which have no patentable weight in apparatus claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Leyson whose telephone number is (571) 272- 
5061 . The examiner can normally be reached on M-F 9AM-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gupta Yogendra can be reached on (571) 272-1316. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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